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Sir: 

Now cornea Kazuya Tanaka who deposes and states that; 

1 . I am a graduate of Nagoya University and received my master's degree in 
Molecular Design and Engineering in the year 2001. 

2. I have been employed by Mitsubishi Plastics, Inc. for 9 years as a researcher in the 
field of plastic processing. 

3. Attached Exhibit 1 is a HIGILITE Catalog and an English language translation of 
portions thereof. Exhibit 1 also includes an enlarged copy the Catalog's back cover, clearly 
showing the Catalog publication date to be May 20, 1 992. Because priority has been 
perfected by filing a certified English language translation of parent Japanese Application No. 
2003-098736, the earliest priority date of the present application is April 2, 2003. The Catalog 
publication date predates the present application's earliest priority date. 

Exhibit 2 is a similar Table to the Table found at page 8 of the Catalog. The similar 
Table in Exhibit 2 is an English language version of relevant parts of a table that appears in the 
Product Information page for HIGILITE™ (the source for Exhibit 2 is the SHOWA DENKO 
website at http://www.products-e.sdk.co.jp/50on_e.html). 
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As described in the translated Catalog at page 2, "HIGILITE is aluminum hydroxide 

produced from bauxite through the Bayer process, and the chemical formula is Al(OH)3 or 

AI2O33H4O " "B103" also is produced from bauxite through the Bayer process. Specification 

Comparative Example 4, page 44, describes that "B103," a u non surface-treated aluminum 

hydroxide" has a w-NaaO content of "0,2 %" by weight B103 is commercial aluminum 

hydroxide product that was available at the present application's earliest priority date. 

Based on Exhibits 1-2, and B103, the Office is requested to take judicial notice that 
unsurface treated aluminum oxide (e.g„ a starting material that can be subsequently surface 
treated), prepared from bauxite by the Bayer process, was known and enabled at the present 
application's earliest priority date. 

Translated Catalog pages 4 to 5 describes, in part: "The product [aluminum hydroxide] 
is subjected to coating processing by using silane-based or titanate-based coupling agent or to 
being treated by stearic acid (fatty acid) on the surface." Here, stearic acid has the following 
structure! 



0 




'OH, 



so stearic acid is a long chain (e.g., higher) fatty acid. The Table found at page 8 of the 
Catalog in Exhibit 1 describes that the amount of w-NaaO present on the HIGILITE aluminum 
hydroxide after various treatments or improvements. For example, products H-32ST, H- 
42STV, and H-42T, were each treated with a coupling agent, as described above, and 
contained respectively, a w-NaaO content of 0.03, 0.06, and 0.06, all in % by weight Further, 
the Catalog, via Exhibit 1 , describes that treatment of the aluminum hydroxide with stearic acid 
results in samples H-42S and H-43S that contained, respectively, w-Na^O in amounts of 0.08 
and 0.13 % by weight Thus, aluminum hydroxides containing w-NajO within the claimed 
weight range of from a positive amount (e.g,, more than 0%) to 0. 1 mass % by weight or less 
can be commercially available, at the present application's earliest priority date. Also, 
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aluminum hydroxides containing w-Na^O outside of the claimed weight range can be 
commercially available, for example, "H-43S" being employed in Comparative Example 5 of 
this invention* The claims ate enabled on this basis alone* 

The Office, at Official Action page 2, asserts that because <l the exhibits are directed to a 
product with the tradename 'HIGILITE* and that specific trade name does not appear in the 
specification, it is requested that the nexus requirement. . . showing the connection between 
HIGILITE and the instant invention be explained" 

The nexus between the present application specification and the above-presented 
Catalog results is as follows: 

Specification page 8 describes in part, that "The surface-treating methods for the metal 
hydroxide [which necessarily includes aluminum hydroxide] include methods of coating the 
metal hydroxide with a higher fatty acid, a silane coupling agent, a titanate coupling 
agent. . .and so on. The metal hydroxide, . .is preferably surface-treated by one or more of these 
surface-treating methods." Specification page 8 further describes that 44 the amount of w- 
Na^O can be decreased by performing such a surface treatment to the metal hydroxide* . ." As 
described above, aluminum hydroxide starting materials were known, and commercially 
available, at the present application's earliest priority date. 

Thus, 1he specification describes surface-treating methods carried out on known 
starting materials which are commercially available as described above, and for example, 
aluminum hydroxides containing w-NajO within the claimed weight range of from a positive 
amount (e, g„ more than 0%) to 0. 1 mass °/o by weight or less are produced by performing such 
a surface treatment. 

Additionally and separately, specification page 32, lines 2-5, describe "BW103ST" is 

an "aluminum hydroxide surface treated with a silane coupling agent* and having a "w-NaaO" 

content - "0.05" % by weight BW103ST, as demonstrated by its being employed in Example 

2, was commercially available at the present application's earliest priority date, and is a 
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representative species falling within the claimed genus of aluminum hydroxides containing w- 
Na^O within the claimed weight range. 

4. The undersigned petitioner declares further that all statements made herein of his 
own knowledge are true and that all statements made on information and belief are believed to 
be true; and farther that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code and that such willful false statements may 
jeopardize the validity of this application or any patent issuing thereon, 

5. Further deponent saith not 



Signature 




Customer Number 




22850 



Date 



Tel. (703) 413-3000 
Fax, (703)413-2220 
(OSMMN 03/06) 
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higilite" 

h-^ (Aluminum hydroxide) 
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■ Characteristics of HIGILITE 



04 



f^.-/ 5 (',:y,1| 



zrtft r 

*tf A* ft : &62* b : 6.0$. c : 0.70 A 



<0Q0 «± 



3 



IjjT. 



039 'cs«l/g.*'C (25*0) 



-5,0 I 



1-11 



■ Particle size distribution of HIGILITE 
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Specially processed HXGILITE* 



i8»«wiiwi*i2iffl«fe^^ mm 

A. <)>W£t& 



^ ■ Applications 
. BE & 

[m?7i}>VWBt& \ BMC> SMC, to&AtfWT, x#*i- 
(2HS*ffl*fl:BMC, SMC, *7*v-«>KU'-T-7 , n«»Kj: 




•2009* 48 88 ! 2305ft. .MH 



NO. 2628 P. 8/14 



(p3) 





Bauxite mining 




Aluminum hydroxide precipitation tank 




Bauxite 




Caustic soda 




Rod mill 




Mixing tank 




Steam 




Dissolving tank 




Red mud separation tank 
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Red mud 




Filter 




Cooler 
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Precipitation tank 
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Concentration tank 




Filter 




HIGILITE product 




Rotary kiln 


<9 


Heavy oil 




Water 




Cooler 




Alumina product 




Alumina calcinating kiln 
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Production control room 




Product inspection 
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HIGILITE* 

(Aluminum hydroxidQ) 

HIGILITE is aluminum hydroxide produced from 
bauxite through the Bayer Process, and the chemical 
formula is Al(OH) 3 or A1 2 0 3 -3H 2 0. 

HIGILITE is a white powder crystal called Gibbsite 
or Hydrargillite, which is stable up to about 200°C. 
At 200°C or higher, however, dissociation reactions 
of the crystallization water begin, which shows a 
large endotherm. In addition, HIGILITE reacts* 
with strong acid and strong base to yield an 
aluminum salt or an aluminate. 

HIGILITE is used for various purposes, as shown in 
attached table, and is provided in ^he form of 
coarse particles, standard particles, fine 
particles, and very fine particles, depending on 
the intended use. 

We are making efforts to meet the need of advanced 
markets by offering specially processed and highly 
white HIGILITE, 
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m CharaeteriBtios of HXGXLXVE 
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Mineral name 
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Hardness (Mohs hardness) 
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Monoclinic system 
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Existing chemicals No. 



■ Partial* size distribution of HISILITE 

G) Cumulative percentage of particle size 
<D Particle size 

<D Measurement method: Sedi .Graph 
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Specially procaased HIGILITE* 

In order that excellent properties of fire 
retardancy and low smoke evolution of: HIGILITE may 
be utilized for wide range of application/ 
varieties of specially processed products such as 
a product with improved compatibility with rubber 
and plastics are provided. 

1. Product treated by coupling agent 

The product is subjected to coating processing by 
using silane-based or titanate-based coupling 
agent . The product has improved compatibility 
with resins. 

2, Product of low viscosity 

The product is improved so that the increase in the 
viscosity when incorporating HIGILITE into liquid 
plastic becomes smaller. 

3 % Product of low electrical conductivity 

The product has improved humidity resistance and 
insulation resistance, for electrical insulation 
purpose. The product is also suitable for the 
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application requiring heat resistance. 

4. Product treated by stearic acid 

The product is treated by stearic acid on the 
surface. The product has improved dispersibility 
in rubber and plastics, 

■ Applications 

(1) Product treated by coupling agent: BMC, SMC, 
artificial marble, epoxy-molded articles r and 
polyolefin electric cables. 

(2) Product of low viscosity* BMC, SMC, various FRP 
products prepared by spray hand layup forming, and 
building materials. 

(3) Product of low electrical conductivity : .epoxy 
resin or polyurethane resin molded articles, 
printed circuit boards, and varieties of electronic 
and electric parts, 

(4) Product treated by stearic acid;: rubbers, 
polyvinyl chloride resins, various products of 
polyolefin resins. 

II Rgpr«aaat*tiv§ characteristic vmluo for quality 

(l) Quality item 
(?) Product name 

5 

i 



• 2009$ 4fl 81 12^065 . gtetifffli 

f 



WO. 2628 P. 13/14 





Product treated by coupling agent 
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Product of low viscosity 
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(Q) Slurry electrical conductivity 

@) Relative humidity 70% f temperature 25°C 
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Products: HIGILITE 
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■Typical properties 
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